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Sir: 

Iri respoiise to the Final Office: Action of Mety 6, 20 1 0 ai>d the Adyisory Actioii of July 
2'7j 2010 Appellants on September 7, 2010 requested an Appeal to consider the issues raised 
in the Final Office Action and maintained in ilie Advisory Action, Accordingly, this Brief on 
Appeal tinder 37 C>F>R. §41,37 is being filed. 

The fees requii^d under § 41,30(b)(2) shoiild be charged to Deposit Account No. 17- 

0026. 
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L Real Party in Interest 

The real party in interest in this appeal is QUALCQMM: Ineofporated, 5775 
Morehouse Drive, San Diegp, California, 92121. 

II. Related Appeals and iHterferenc es 

To the best of Appeliaiits' knowledge., there are no other previous or pending appeals 
of this Application, or patent interference proceedings, or judicial proceedings which may be 
related to, directly affect, or be directly affected by, or have a bearing on the Board's decision 
of this Appeal 

in. status of Claittis 

In the present Application, claim 22,is on Appeal 

1 . Claims cancelled: 2,.ll., 23-40 

2. Claims vvitiidravvn from consideration but not cancelled: none 

3. Claims pending: 1.3-10, and 12-22 
4 Claims aliowed: L 3-10, and 12-21 
5. Claim? rejected: 22 

IV. Status of Amendments 

There are no un-entered amendments. 
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V. Summary of the Claimed Subject Matter 

Itidependent claim 22 is directed to a mcichine-readable storage raediuni with 
instructions encoded thereon (e.g., paragraph (0013] ami paragraph [0051]) to detect 
q-scillation m a repeater system with an embedded \yi;reless commmwcatipti device (WGD) 
(e.g,j paragraph 0038* FIG. 4). An attetnpt to establish a cai! between the WCD and base 
station is made* aiid pscillation is detefhiined if the call camiot be established (e.g*, 
paragraph {0041]). 

VI. Grounds of Rejection to be Reviewed on Appeal 

Iii th^; Filial Office Action, dami May 6, 2010. ("the Fihal Ote Aetion"), elaim 22 
was rejected tinder 35 U.S.C. § 101 as aUegedly being directed, to fion-staitnory subject 
matter. The Exaiiiiiier affirmed the rejection in the Advisor)^ Action dated July 27. 2010 
("the Advisory Action"). 

This rejection is discmsed in the Argument section below. 
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VIL Argument 

I hc only icmaiuing is.Nuo in the case is whether the phrase "storage medium" 
of claim 22 is directed to patentiible subject matter, 

A. The use of tlie term "storage medimr." in the specification is consistetit 
with its plain m eaning 

In its initial form, claim 22 was directed to ^*a computer readable medium," 
nithef dian -a machine readable storage medium." At paragraph [0G13]. the 

specification notes : 

Ihc teim machme readable medium" mckides but is nov knutea ttj Rortabie 
01 fixed storage devices opt.cal stoiage devices wireless channels and \anous 
other mediums capable oi storing, containing or carrying: instTuctioms'l and/or 
data. 

Although the phrase "wireles.s channel ' is not delmed m the specilicauon and 
has not been discussed duimg the probecution of the vase, its use as a i^pe ol 
' medium ' is consistent with, the mterpretation that it refers to a. transmission medium 
for wireless signals. Because the specification s defmition ol -'maehine readable 
medium* includes both the example of a wi^-eless channel and a mcc geieial 
disclosure ot a medmm tor " catTving' msu-uctiOB(s) and/or data. Apphcani i-sarrowed 
He tiuri h\ irclasioi. ot tht woid stoiaae ibat ib the scope u! eiaLu 22 was 
nuiuwed f om a medium capable of 'stonng, containing or caiTymg instruL.txon(s) 
and/or data"" to a -medmni for storing information." 

As would be expected, the specification's description of. a " storage medium" at 
paragraph [0013] includes oniv meaiato store mstnictions and/or data: 

Moieo\ei as disclosed heiem, a stoumc medium mn rvpresenl i.e o i oic 
devices oi stomig data, int luding icad on!) memoiv tROM) tauion ...ec<.sv, 
meniou {RAM) mtigneiic disk storage mediums optical sioiatf*. riicdi ms 
flash mcmor> devices and/oi other maehme readable mediums tor stoung 
mlormation. 
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Ihe poifion ot paragrapn [001 3 j descnbmg a "storage medium' does not 
mcladc a v\ucles:s channel among Ihc listed media, and does not include the woid 
' carn-'inG'.. Instead, ii lists a number of examnle "devices for storing data' and then 
includes a general statement rhat "other maciime readable mediums for sionno, 
miormauon are embraced dv the term (emphasis addedK this description is 
consistent with the piam meaning ot the term "storage' m die tield of eiectronics 
(^^ubmiitcd wjih the Response to i nai Otficc Vction filed Juh 6, 2JI0, and Dehe\ed 
to be agreed to by the bxammer m the Advisory Action; ''Further. Applicant defined 
the word "storage' and 'propagate' in nm-nfirous place m \he arguments which the 
bxammer fully agrees with these definition, but in the specification ol para. [0021] 
which ^ a^vs 1 mavlimc-icadah l nicdmni include^ vsneless dunneis ) 

Ihe final Oitice Action ana die Advisory Action give two reasons for 
rejecting claim 22 under 35 Ij.S.C. 5si01 . At page 2 i3ie Advisory Action states: 1 he 
Examiner respectfully disagrees with Applicant because a wireless channel has the 
capability of CARRYOS'G mstructions. Further, the wireless channel has the 
capdbilit> oi tui per ir.h toiing the data duimg the trati'^mi'^'sion ' 

Regaidmg the fust leason. Applicant agrees that a XMreless channel carries 
instruGtions. However, the rejection: of claim 22 using this rationale is erroneous 
because, as shown above. Applicant narrowed claim 22 to exclude media that carry 
data and to cover the subset of media that store information. 

1 hi, lojection ot claim 22 using the ;second reason is enoneous because n again 
i^no'c^ t.i(. iacl thai vsirelcss channel n* onlv included m the specification s description 
of a '-machine readable medium" and is included m the specification's description 
of a storage medium. L\ en it the teachings of the speeificatton are disregarded, the 
allegation is nnclcai ui suppvined hv an\ evidence, and fails to form the basis for a 
proper rejection under 35 U.S.C. 4f l01. 

One interpretation is that the Advisory Action is alleging that a wireless 

channel includes storage elements to tempoia'il> store the mtomiation, and so mav be 

refen-ed to as a storage medium. According to this logic, a medium that includes both 

stomge and transmission elements is non-staturoiv. It that ratiomile were sound, then 
b 
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an> storage meduni thdt also includes wires that transmit bignais. would be non- 
btatuton, an> medium could be icndciod non-^tatutor> merel> b\ con^tiuing the claiin 
language to include a transrajssive medium. However, the rationale is clear! v 
01 or^oiis -,1 t'lc siura^e c^emcrts arc siatutorv manufactwe^ and bnnji the devices, 
into the realm oi patentable subject luatlcr. 

Another possible iiiterpretation is that the Advisoiy Action is alleging tnat the 
propagating signal can be said to be '"temporariiy stox^d'' as it propagates, ihis 
rationale is also cicarh cnoncous, the bignal is transitow oi r on- transitory, 

prooagatmg or stored, u cannox be stored tor the purposes ol cailnig it a storage 
raeamm and>et propagating lor the purposes ot Imding u nou-stat itoi} 

B. A storage medium belongs to one or more statutory classes 

1 (ch or tnc cxarapL lT ^ stii i„i. s i ni t i„iibed m the spccificat'on 's 
at least a manuiaLture, and neithei die I mai Ri^ietlion nor the Ad\.sor\ Action 
provides any example of a "medium for storing miormation" that does not fall into ibs 
category of a manufacture. Aaditionally, in Ex Parte Nuijten, the Boai'd of Patent 
Appeals and Interferences previously found that a "storage medmm" was a statutory 
n-anulactuie {/v parte Ninjlen. 2006 Pat App LLXIS 50 * 16-1 7, 84 T S PQ 2D 
(BN A ) 1 335, Board of Patent Appeals and Interferences 2006). 

At page 2. the Fmal Office Action Cites In re Kmjien. 500 F 3d 1346 (Fed 
Cir. 2007) as siipportrng authority for the current rejection of claim 22 under 35 
IJ.S.C. 5? 101, However, claim 15 of Ntii}ten's patent application, directed to "a 
storage medium." was determined to be a statutorv manufacture by the Board of 
Patent Appeals and Interferences The Board of Patent Appeals and Interfe' enccs 
tound tnai ' the storage medium in claim 1 5 nommallv puts the claim uiio the siatutorv 
tdtegor> ol a manuiacturc and the signal is 'functional because u can be used b> a 
machine to pioduce a useful result, as with the 'data stiucture stoied m memors in 
Lowrs Accordingl) we conclude that claim 15 is statutory subject matter " {Fx parte 
S'lniten. 2006 Pat App 1 KXIS %) *i6-17, 84 tl S P Q 2D (BNA) HI 5, Board of 
Patent Appeals and Interferences 2006), 
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Since the Fkwd found claim 15 to be statutory, it v^as not the subject of the 
appeal in In re Xuiften. However. In re Nui/ten distinguished apparatus for storing 
signals from ihe signal ihtmselvcs- "The claims whose di-^ailowaiice Nui^icu appoaK 
are not traditional siep-by-step process claims, nor are they directed to any appaiatus 
for generating, receiving, processing, or .s'lonns: the signals." {In re hhuflen at 
emphasis added) Nitnteirs j'K>%vcJ claim d-iected it* "a Mi^ragc medium 

having stored thereon a signal with embedded supplemental data." and was not even 
before the court on appeal, (In re Niditen at 1 351>. 

Applicant would like to bneily address Ex parte Kelkar. Appeal 2009-0046.34 
of Application 10/(-)29.448, whicii atfirmed the F.x.aminer\s conclusion sn that case ihat 
"the program products stored on a recordable medium read on earner wave storage.'' 
{Ex parte Kelkar, at page 5), and directed attention to 1351 Off. Gaz. Pa;, Oftlcc 121 
(Feb 23. 2010). 

Applicant assunres that "can-ier wave storage" m Ex parre Kelkar is meant to 
allege that the phra-,e 'Storage medium" can be applied to moJulation of information 
onto a cai-ricr ua\e prior to transmission. First, this is not the plain meaning oi' the 
word "storage"' in the field ol" electronics, and ''claims are given their broadest 
reasonable construction in light of the specification as: it would be interpreted by one 
of ordinary skill in the ait," (Please see MPEP 2111. 10). In the field of electronies, 
signals ai'e niOiMated onto a carrier wave: they are not stored. The '"carrier" wave is 
not referred to as a "stomge" wave. Second, the cuiicnt specification contains no 
di.sclosuie uhatsoe%er Uiat the wc^tl "stoiage" encompas.ses modulation. Thud, the 
idea that the carrier \\a%e and mfonnalKin are separate entities is an abstraction. 
Physically, a smgle signal is transmitteti. 

For example, in a GPS signal, a coarse acquisition code and a navigation 
message are modulated onto a earner wave, and transmitted a,s a single signal, in the 
abstract the transmitted signal can he represented as the sum of the sources used m ith 
creation; in reality it is one ,«iigaal being transmitted on a medium (for a satellite .signal 
it is transmitted thraugh the atmosphere to the antenna of the receiver), ht order to 
recover tlie data upon reception at a satellite receiver, the signal needs to be 
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demodulatetl Different frequency components of the transmitted signal do have 
dilTerent transmission properties, but although a particular frequency component may 
be mainly atti'ibutable to one or the other of the sources thai were used to create the 
transmitted signal, some hourier componems have contributions from more than one 
source. 

Because the plain meaning of the word "'storage" in the iield of electronics 
does not embrace moduiatiOBj and because the specification does not use tlic word 
"storage'^ to embrace modulation, such a construction in the current matter would be 
unreasonable. 

Regarding the reference to 13 51 Off. Gaz. Pat. Office 212 ("the Ouidellnes"). 
Applicant has already precluded the interpretation of claim 22 as being directed to a 
transitory propagating signal by amending the claim to recite a "storage mediuni." In 
re \'injien does not stand for the proposition tliat claimed medium need be non- 
trcmsiiorv U) be slaUilorv. bui UiSlead tlial the claimed medium needs to belong to a 
statuiorv ckm. A storage medium as recited m clami 22 is a statutory maiiulacture, 
A.dJitiOnalK , it is not clear to the undo! -signed liou -noddyiig the teim "computer 
readable medium" with the term "non~transiiory"* necessarily rendeis a claim 
statutory. As noted in In re Nuijten, a signal propagates on a medium: "The claims 
on appeal eover transitoj^ electrical and electromagnetic signals propagating tlirough 
some medium, such as wires, air. or a vacuum," (In re Nidlten at 1352), Wires ai-c 
inJisputahh non-tiatn-itoi}, so if the tcir.i "conipuie' uMdaMc mednim" would icdd cm 
Signal b!.jng uansmdted through a sMre, then adding the term •"non-trarii.5tor\" before 
it would not cure this defect. Amending the claim to include the term "'storage" does 
not raise this issue. 
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VIIL CLAIMS 

A CO0 o^^t:he claims Jxivolved in the present appeai is attached hnireto as Appendix A. 
As indicated above, the claims; in Appendix A include the amendments filed by Appellants oti 
February 3, 2010 . 

IX. EVIDENCE 

No evidence pursujuit to §§ 1 , 1 30, 1 . 13 1 , or 1 . 132 or entered by or Mied upon by the 
Office is being submitted. 

X. RELATED PROCEEDINGS 

No related proceedings are referenced in Section 11, above. 



10 



Application Mo. 10/786,709 
Apipeai Bmf; 



Attorney Docket No; 020505 



XI.. CONCLOStQN 

Appellants respectfiiliy submit fliat claim 22 is smtutorj' and the rejeclion luider 35 
LlS.;C. § 101 shoidd be feveiised. 

If necessaiy, the Commissioner: is hereby authorized in this, concurrent, md future repiies 

to charge payment or credit any overpayment to Deposit Account No, 17-002(5 for any additioriaj 
fees required under 37 C.l\R. § 1.16 or 1,17, particuiarly extension of time fees. 



QUALCOM M Incorporated 

Atm; Patent Department 

5775 Morehouse Drive 

San Diego, California 921 21 -1714 

Telephone: (858)65^7351 

Facsimile: (858) 658-2502 





Linda G. Gtmderson, Ph.D, 
Reg> No, 46341 



11 



AppiieatiojiNo. 10/786,709 
Appeal Brief: 



Attorney Docket No. 020S0S 



APPEN1>IX A; CLAIMS 

1 . (Previously Presented) A method for detecting oseillatkw in a repeater system: 
comprising: 

processing cx>mnmnicatioii signals with a wireless communication device circuit 
embedded in a repeater; and 

usiiig the cotnmunication signals processed at the wirel^s coirimuhieation device circuit 
to determine if tlie repeater system is in oscilJation by attempting to establish a call from the 
wii-eless communication device circuit to a base station, ajid determining oscillation if the call 
cannot be established . 

2. (Canceled) 

3 . (Original!) The method of cliaim 1 , whereih using the wireless communication device 
circuit comprises.: 

using tiie wireless commuriicaliQii device circtut to measure; sigtial quality from the base 
station; and 

determining osciilation if the signal quality meets a certain criteria, 

4 , (Original) The method of claim 3, wherein determining oscillation cotnprises 
detemiimng oscillation if tlie signal quality degrades below a certain level. 



5 , (Original) The method of claim 3, wherein determining osciilation comprises 
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detenmning o.%i!Iatitm if the signa quality degrades from a level that exist<;d before the 
re^jeater was used. 

6, (Original) 1 'be method of claim 3. wherein using the wireless commimieation device 
circuit coraprises; 

obtaining signal to noise ratio value to measure the signal quality. 

7, (Original) llie method of claim 1, wherein using the wireless communieatiott de vice 
eirguif comprises:: 

iising the; wireless conimunication device circuit to estimate at least one open loop power 
control pai'ameter; 

establishing a commitnication link lirom the wireless commumeation device circuit to a 

base station using the estimated open loop power conh-ol pai-atneter; 

receiving at least one closed loop power control command from the base station; and 
determining osciliation if the closed loop power control command is greater Ulan a 

certain amount. 

E. (Originai) the method of elaitn 7, wherein using the wireless communicatipii device 

circuit comprises estimating ai least a required transmit power to complete the call wherein 
receiving closed iopp power control commands comprises receiving at least power adjustment 
information, and wherein detemiinmg oscillation comprises determining oscillation if the power 
adjustment information is gf eater than a certain amount. 

9. (Original) The method of claim 1 , further comprising; 
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reducing gain of repeater if the repeater system is in oscillation. 

10, (Pre\ioiisly Presented) Apparatus for deteeting osciilatiGn in a fepeater system 
coiBprising; 

a wireless cpmmunieation device cireuit embiedded in a repeater, wherein the wireless 
conitiumicatioti device cireuit is configured to process cdtumunicatidn sigiials; 

means for using tlie communication signals processed at the vi,ireless eornmunication 
device circuit to detenuine if the repeater system is in osciilationi 

means for establishirig a call from the wifeless communication device cireuit to a base 
Station; and 

means for determining oscillation if tl^e call cannot be established. 

11. (Canceled) 

1 2 ; (Original) The apparatus of claim 1 0, wherein means tor using the wireless 
communication device circiiit cothpf ises; 

meaiis for using the mreless communication device cireuit to measure signal quality from 
the base station; and 

means for detemiining oscillation if the signal quality meets a certain criteria. 

13. (Previously Presented) The apparatus of claim 12, wherein the means for determining 
oseillatioii based on signal quality is configured to deteitninc pscillation if the signal quality 
degrades below a certain level 
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14. (Previousiy Presented) The apparatus of claim 1 2, wherein the meam for detemiinmg 
oscillation based on signal quality is configured to detentiine oseillatioti if tlie signal quality 
degrades frorn a level that existed before the repeater w used. 

15. (Original) The apparatus of cbim 12, wherein means for usitig the wireless 
coniimmieatiott device circuit comprises; 

ineans for obtaining signal to noise ratio value to measiire the signal qualityv 

16. (Original) The apparatus of claim TO, wherein; nieanjs for using the wireless 
eoiiimumcation device circuit eomprises: 

means for using the wireless commimtcation; deviee cii'cuit to estimate at least one open 
loop power controi parameter; 

means for estabiishing a communication link from the Vi,4reiess communication de\ice 
circuit to a base station using the estimated open loop power control pa;rameter; 

means for receiving at least one closed loop power contrGl command fn>m the base 
station; and 

means for determining oscillation if the closed loop power control command is greater 
thaii a certain amount. 

17. (Previously Presented) The apparatus of claim 16, wherein means for using the 
wireless eommimication device circuit is conifigiired to estimate at least a required transmit 
power to complete the call, wherein means for receiving closed loop power control commands 
comprises means for receiving at least power atljustmeni information, and wherein the means for 
determining oscillation based on the closed loop power control command is configxired to 
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deternline osciliation if the power adj ustinent information is greater than a certain araouiit, 

iS. (Origiiiai) The apparatus of cUiim 10. further comprising; 

meajys for reducing gain of repeater if the repeater systenr is in oscillation. 

19. (PreYiousIy Presented) Ati apparatus for detecting oseiHatidn in a repeater systetii 
comprisirig: 

a wireless comraimication device (WC!D) configured to detect if the repeater system is in 
osciUatipn based on an attempt to establish a c^U to a ba^se statipjo, wherein oscillation is detected 
if the call cannot be exStablislied; and 

a processor coupled to the WCP, eonfigured to reduce the gain of the repeater system if 
the repeater system is in osciliation. 

20. (Previously Presented) The method of claim 1 , wherein the using step i^es the 
ratio of energy of a chip of apilot signal to total interference (Ec/Io) obtained from tJie processed 
comtnuniGation signals to determine if the repeater system is in osciHatidn:. 

21 . (Preyiousiy Presented) The method of claim I , wherein the call is Initiated at the 
wireless communication device circuit. 

22. (Previously Presented) A machine-readable storage medium having instructions 
encoded thereon, which, when executed by a machine that is eonfigured to read the encoded 
instructions from the machine-readable medium, cause the machine to perform operations, the 
itistruciions comprising: 
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program: code to process Gommiinica:tiott signals with a wireless oontnitttiication device 
circuit embedded in a repe:ater; 

progi\uii code fo .iM.empt to establish a call from the wireless communication device 
circuit to a base station; and 

program code to deteiTnine oscillation if the call cannot be established, 

23:. - 40. (Cancelled) 
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APPENDIX B: EVIDENCE 

(None) 
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APPENDIX C: RELATED PROCEEBINGS 
(None) 



